2 AG 120 (Rov. 304y

70: Mail Stop 8 REPORTY ON THE

' Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 i ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 ‘ TRADEMARK
In Compliance with 35 U.8.C § 290 and/or 15 U.S.C. § Idl [6 you are hereby advised that u court action has been
filed in the U.S. District Court District of Arizona Il on the following O patents or X Trademarks:

DOCKET NO. DATE FILEDR U.s. DIS:TRICT CQURT

GV 08-1740-PHX-DGC 09/24/08 District cgf Arizona
PLAINTIFF DEFENDANT

Best Western Inlernational, Inc.

| Niagara River Hotels, Tng. ct al

PATENT OR DATE OF PATENT

IRADEMARK NO. R TRADEMARK HOLDER OF PATENT OR TRADEMARK

i SEE ATTACHED
iy

a g, B ]

(9 Trade . |
3
4
5

In the sbove—entitied case, the foliowing patent(sy Enu'lemark(s) have been ineluded:

DATE INCLURED

INCLUDED BY

[J Amendment |

[] Answer [ Cross Bilt [ Other Pleading

DATE OF PATENT
OR TRADEMARK

PATENT OR
TRADEMARK NO.

HOLDER OF PATENT OR TRADEMARK

2
3
4
]
In the above-—entitled case, the toilowing decisionlhas been rendered or judgement issued:

DECISION/AUDGEMENT
CLERK (BY) DEPUTY CLERK [DATE

RICHARD H. WEARE C. Hamey:lg 09/24/08

T
]

Copy I—Upon initiation of aclion, maii this copy Lo Director Clj'»py A—Upan termination of action, mail this copy to Director
Copy 2-—pon filing document adding patent(s), nwall this copy to} Director Copy 4—Case file copy

i
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j STD
|
U.S. District Court
DISTRICT OF ARIZONA (Phoenix Division)
CIVIL DOCKET FOR CA;SE #: 2:08-cv-01740-DGC
|
Best Western International, Inc. v, Nia’Jgara Date Filed: 09/23/2008
River Hotels, Inc. et al ' r Jury Demand: Plaintiff
Assigned to: Judge David G Campbell Nature of Suit: 840
Demand: $162,000 U Trademark
Cause:; 15:1051 Trademark Infnngemcnt Jurisdiction: Federal Question
Plaintiff u
Best Western International, represented by Kelly Y Schwab
Inc. Curtis Goodwin Sullivan
an Arizona non-profit ‘ Udall & Schwab PLC
corporation 501 E Thomas Rd
Phoenix , AZ 85012
6(2-393-1700
Fax: 602-393-1703
Email:
kschwab@cgsuslaw.com
ATTORNEY TO BE
NOTICED

Michelle Lynn Swann

| Curtis Goodwin Sullivan
Udall & Schwab PLC
501 E Thomas Rd
Phoenix , AZ 850006
602-758-9184

Email:

! mswann@cgsuslaw.com
| ATTORNEY TO BE

| NOTICED

https:/fecf azd.uscourts. gov/egi-bin/DktRpt.pl?435295537175544-L_801_0-1 9/24/2008
[
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i
v |
Defendant i
Niagara River Hotels, Inc. ]
a Canadian corporation {
Defendant

Mangat Verma
an individual

Date 1

Filed # | Docket Text g

09/24/2008 |1 | COMPLAINT. Filingi fee received: $ 350.00, receipt
number 0970000000@002246127, filed by Best Western
International, Inc.. (Attachments: # 1 Exhibit List, # 2
Exhibit, # 3 Exhibit, # 4 Exhibit, # 5 Exhibit, # 6 Exhibit)
(Swann, Michelle) (Entered 09/24/2008)

09/24/2008 |2 | Corporate Disclosure Statement by Best Western

International, Inc.. (S‘ﬂwann, Michelle) (Entered:
09/24/2008)

09/24/2008 |3 | Additional Attachmeénts to Main Document Surimons -
Verma by Plaintiff Best Western International, Inc..
(Swann, Michelle) (Entered: 09/24/2008)

09/24/2008 | 4 | Additional Attachmgants to Main Document Summmons -
Niagara by Plaintiff Best Western International, Inc..
(Swann, Michelle) (Entered: 09/24/2008)

09/24/2008 | 5 | Additional Attachmjents to Main Document Civil Cover
Sheet by Plaintiff Best Western International, Inc.. (Swann,
Michelie) (Entered: 09/24/2008)

09/24/2008 This case has been ESSLgned to the Honorable David G.

Campbell. All future plteadings or documents should bear

the correct case nu:pber CIV 08-1740-PHX-DGC. Thisis a

TEXT ENTRY ONLY. There is no PDF document

i
|

https://ecf.azd. uscourts. govfcgi-bin/DktRpt.pl‘?41‘35295537] 75544-1. 801_0-1 S/24/2008
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I

associated with this eniry. (CMH, ) (Entered: 09/24/2008)

Page 3 of 3

06/24/2008

6 | Notice of Magistrate Jlfldge Availability Form. (CMH, )
{Entcred: 09/24/2008)£

09/24/2008

~3

Summons [ssued as to %Niagara River Hotels, Inc.. (CMH, ).
##% IMPORTANT: You must select "Document and
stamps or “Document and comments” on the print screen
in order for the court seal to appear on the summons you
print. {Entered: 09/24/2008)

|

PACER Service Center

[

al .
Transaction Receipt
)

|

09/24/2008 16:30:23

PACER
Login:

us49313

Client
Code:

Description:

Docket
Report

2:08-cv-
01740-DGC

IiSearch
jiCriteria:

Billable
Pages:

t

Cost: 0.08

|

https://ecfazd.uscourts. gov/cgi~binkatRpt.p1?435295537175544—L“801h0-1

9/24/2008
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The Law Oftices of

CURTIS, GOODWIN, SULLIVAN,
UDALL & SCHWAB, P.L.C. :

501 East Thomas Road /

Phoenix, Arizona 85012-3203 ]‘

Telephone {602) 393-1700

Michelle Swann, #019819
mswannialcgsuslaw.com
kschwab(@cgsuslaw.com
Attorneys for Best Western International, Inc.

Kelly Y. Schwab, #014038 ‘!
|
I

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF ARTZONA

Best Western International, Inc., an NO. CV08B-1740
Arizona non-profit corporation,
Complaint for Federal Trademark
Plaintiff, Infringement, False Designation of Origin,
Federal Trademark Pilution, Breach of
V. Contract, Open Account, Post Termination
Use of Trademarks, Unfair Competition, State
Niagara River Hotels, Inc., a Canadian | Trademark Dilution, and Common Law
corporation, and Mangat Verma, an | Trademark Infringement
individual,
I
Defendants, |

|
Plaintiff, Best Western Ifntm-naﬁoml, Inc. (“Best Western™), for its Complaint

against Defendants Niagara River Hotels, Inc., a Canadian corporation, and Mangat Verma,

an individual, alleges as follows: ﬂ

NAT[_#IRE OF THE ACTION

1. This is an action! for breach of contract, federal trademark nfringement,

and unfair competition under the Trédemark Act of 1946, as amended (the Lanham Act, 15
I
U.8.C. §§ 1051 et seq.), and related ?common law and statutory causes of action atising from
|
|

-

1
v
‘
]
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il

!

Defendants” refusal to cease and desist their unauthorized use of Best Western’s trade name,
|

trademarks, service marks, logos, and oéher similar identifying symbols {thc “Best Western

!
Marks™) in violation of Best Western’s feJderal and common law trademark rights.
I

2. Defendants have als;o failed to pay amounts owing to Best Western, int

violation of common law and in breach q‘]f contract.

J
THE PARTIES, JURISDICTION-. AND VENUE

3. Plaintiff Best Westjem is a non-profit corporation organized under the

!
laws of the State of Arizona with its headquarters located in Phoenix, Arizona.

4, Upon information!and belief, Defendant Niagara River Hotels, Inc.

(*Niagara”), is a Canadian corporation \:;vith ifs principal place of business in Ontario, Canada.

5. Defendant Mangat

1
6. This Court has jurtsdiction over the Lanharn Act claim set forth below by

Verma {“Verma™) is an individual and is believed to

be a resident of Ontario, Canada.

virtue of IS US.C. § 1121 and 28 U.Sq‘l.C. §§ 1331 and 1338(a), and over the other claims set

forth below by virtue of 28 U.S.C. §§ 1332, 1367 and/or 1338(b). Further, there are no
U

matters pending between the parties 11} any other jurisdiction regarding Defendants’ Lanham

Act violations; Best Western is an Arizona non-profit corporation with its principal place of
f

business in Phoenix, and its Witnesse;é are either located in Phoenix or available in Phoenix;
!
I . . <

and Defendants executed a contract; that contained a forum selection clause requiring all

|

disputes arising from that contract be resolved by an Arizona state or federal court,
Defendants’ trademark violation imp:acts the goodwill and reputation of Best Western and all

of its members, resulting in a sig?liﬁcant, direct harm and effect on Best Western, an

|

i Ka

{
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1

American corporation engaged in commerce in the United States, Canada, and worldwide.
|
Defendants contractually agreed to quuid;ated damages in the event that they continued to use

Best Western Marks after the terminatiml‘; of their membership. Defendants continued to use
|
]

the marks of Best Western, an America:#l business name representing quality and reputation

that is sold for use by others and, the:irefore, wrongfully capitalized on the goodwill and
y

reputation of Best Western. If the Best Western name is diluted and the reputation tainted, all
Best Western members and customers arde adversely impacted.

7. Venue in this judiq;ial district and the exercise of personal jurisdiction
over Defendanis by this Court are prﬁl)per pursuant to 28 U.S.C. § 139 1(b) and (c) and
because, among other reasons, the Defendants expressly contractually agreed to litigate all
disputes with Best Western arising from or related to the Best Western's Membership
Application and Agreement cxccuted by defendant Niagara and defendant Verma on or about
Tuly 17, 2006, or any relationship bet\gveen the parties, in the Arizona state or federal court
located in Maricopa County, Arizona. | Further, Defendanis have caused events to occur, and
injuries to result, in the State of Atj;izona, and Defendants aimed their conduct at Best
Western, knowing that Best Westem;(is located in Arizona, and harming Best Western in

1
Arizona. A copy of the Membershin ﬁLgreement is attached as Exhibit [.

H
GENERAL ALLEGATIONS

8, Best Western operates as a membership organization cousisting of
;\
individually owned and operated hotels {i.e., its members). The rights and obligations of Best
Western’s members are determined by the membership and are sct forth in the Membership
[

Agreement and in Best Western’s Bylaws. Addittonally, Best Western’s members establish
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. |
Best Western’s Rules and Regulations (the “Rules and Regulations™).

9. Best Westemn providﬁss iis members with a worldwide rescrvation system
and wotldwide marketing campaigns, jas; well as an option to participate in collective
purchasing of hotel equipment, furnishings, and supplies (the “Best Western Services™). Best

Westem employs a large number of enilployees worldwide who are dedicated to providing
!
member hotels with the Best Western Sefvices.

10. Fach Best Westeni member is authorized to use the Best Weslem
‘ |
i . s
trademarks and other intellectual property (the “Best Western Marks™) in connection with its
i

hotel pursuant to a limited, non-exclusiire license (the “Best Western License™), which is set
forth in the Membership Agreement. Sgife Membership Agreement at g9 1, 19-26.
11. In exchange for r“eceiving the Best Western Services and the Best

Western License, Best Western megfllbcrs are obligated to, among other things, pay

membership fees and other assessmcntsv.

12,  Best Westem first:‘ adopted “Best Western™ as its trade name n 1947.

Shortly thereafter, Best Western adop{ted and began using “Best Western” as a trademark
]

identifying hotel services provided by Jmember hotels that were affihiated with Best Western.
|‘

Best Western has continuously and extensively promoted its trade name and trademark in

interstate commerce since 1947, As aiiresult of this extensive promotion, the trade name and

{

| . e
trademark have become famous among consumers as a source-1dentifying symbol.
!

!
13.  Since 1947, Best| Western has regisicred with the United States Patent

and Trademark Office (“USPTO”)V various trademarks, service marks, and collective

|
membership marks, On April 14, 1959, the Best Western logo was first registered as a

|
)
! -4-
i
!
i
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service mark by the USPTQO under Registj"ation No. 677,103, Best Western has developed the
|
Best Western Marks at great expense ovet the past decades.

14,  Best Western owns the following registrations for Best Western Marks
!
and the marks referenced in these registre#itnons:
(a)  a Best Western logo was r;{zgistered as a service mark by the USPTO on April

Il
14, 1959, under Registration No. 677,103;
|

i
(b}  a Best Western logo was?jregistered as a collective membership mark by the

1
USPTO on October 27, 1959, under Registration No. 687,405;
{
(c) a Best Western logo wasj regiglered as a collective membership mark by the

USPTO on August 5, 1964, under Regis'tration No. 769,314,

(d) a Best Westem logo was Wegistered as a service mark by the USPTO on August

14, 1968, as Registration No. 849,155; |

{e) a Best Western logo was registered as a service mark by the USPTO on June §,
i

1971, under Registration No. 914,616; g

{

(fi  a Best Westem logo was%registered as a service mark by the USPTO on June §,

i
1971, under Registration No. 914,617,/

|
(g) a Best Western logo was registered as a collective membership mark by the
USPTO on June 8, 1971, under Registfation No. 914,812;

(h)  a Best Western logo was registered as a service mark hy the USPTO on June §,
1971, under Registratton No. 914,813;5|
(1) a Best Western logo was registered as a service mark by the USPTO on August

30, 1977, under Registration No. 1,072,360;
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Q) a Best Western logo was rﬁcgistcred as a collective membership mark by the
|
USPTO on September 27, 1977, under R%gistration No. 1,074,300;
f

(k}  a Best Western logo was re%jstered as a service matk by the USPTO on June 11,
1983, under Registration No. 1,341,611, ﬁ

(1) a Best Western word mark was registered by the USPTO as a service mark on
February 3, 1987, under Registration No-! 1,427.735;

(m) a Best Western word maﬂf was registered by the USPTO as a service mark on

March 10, 1987, under Registration No. j‘l 432,431,

(n}  the Best Western crown I(‘J)go design was registered by the USPTO as a service

mark on December 6, 1988, under Registration No. 1,515,712;
(o)  Best Western's current I?go was registered by the USPTO as a trademark on

June 20, 19935, under Registration No. 1‘{‘,900,620;

!
|

(p)  Best Western’s current ld'go was registered by the USPTO as a service mark on
|

November 7, 1995, as Registration No,i; 1,933,830,

{(q) Best Western’s current 1c1‘:go was registered by the USPTO as a service mark on
November 25, 1997, as Registration N;o. 2,116,079,

(1) Best Western's current lgago was registered by the USPT() as a service mark on

i

October 14, 1997, as Registration No.[2,105,546:

{s)  Best Western’s current ljogo was registered by the USPTO as a service mark on
|
Match 3, 1998, as Registration No. 2,140,332,

{1) Best Western has rcgig}ered a variety of other designs and phrases as service

!
marks in connection with the frade of hotel and motel lodging.
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15. Many of the registraf[:ions described above are currently in full force and

f
effect, unrevoked, and uncanceled. chﬁéral of the above listed federal vegistrations for the

I
Best Western word mark and logo have bi;ecome incontestable under 15 U.5.C. § 1065,

16. The Best Western I}“/Iarks are inherently distinctive and possess strong
I
secondary meaning. 5

I
17.  The Membership Agreement and the Rules and Regulations establish the

’ * 0 - .
minimum standard scores that each m¢mber must meet in order to achieve and maintain
i
. ! . . . .
membership. As a result, consumers Worldmde associate Best Western Marks with high

quality in the hotel/motel industry. ;
I

18. A key element of ‘hest Western’s branding effort is the display of the

|
Best Western Marks on the premises of member hotels through signs, publications, and other

|

public displays. fL
ﬂ e
19.  Upon default by a é‘member of ceitain of its obligations to Best Western,

|
including obligations set forth in the Membership Agreement, the Bylaws, and the Rules and

Regulations, the Best Western Board &f Directors terminated the membership and the Best

Western License, U

|

20.  Within 15 days f;li.vllowing the termination of membership, the former

]
member must cease and desist from u;‘sing, and remove from public view, all Best Westermn

i . .
Marks and all references to Best Western. The former member is also required to cease and

desist from using any item that is si;milar to the Best Western Marks in spelling, sound,
appearance, or in any other matter. |

I
[

|
j
!

-
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DEFENDANTS’ BE$T WESTERN MEMBERSHIF
§

21, On or about July 'iil?’ 2006, Defendant Niagara, through its agent

Defendant Verma, executed the Memberfshjp Agreement. Upon Best Western’s approval of
-

the Membership Agreement, Dcfendant: Niagara became @ Best Westerm member and the

Membership Agrecment became the com}ract comntrolling the relationship between Defendants

and Best Western. |

22, Defendant Verma, a; the voting member on behalf of Defendant Niagara,
as well as Defendant Niagara’s Presidelil'rt, consented to the jurisdiction of this court and to
venue lying in this District. Defendant \/}’erma became bound by the terms of the Membership
Agreement, and personally shares joint Jliabilily for Defendant Niagara’s obligations arising
under the Membership Agreement. {

23.  Defendants agreed Eo timely pay all fees, dues, charges, and assessments
imposed generally on the membership by the board of Best Western and to promptly pay the

costs of all goods or services provided by or ordered through Best Western. Additionally,

Detendants further agreed that past duni‘e amounts would bear interest at the rate of one and
i

one-half percent (1.5%) per month fro:iin the date due until paid, provided that such interest
1

charges would in no way authorize or e;fccuse late payments or limit Best Western’s rights and
I

remedies against them. j
|

24, During all relevalllft times, Defendants owned and operated the hotel
formerly known as the Best Western {jFireside Hotel, located at 4067 River Road, Niagara

Falls, Ontario, Canada, which is referg%nced in Best Western’s records as property T-66051
|

{the “Hotel™). !
I

I
f -8
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25.  Best Western grantqid Defendants the Besi Western License, thereby

|
| . . .
allowing them o use the Best Western Marks in connection with the Hotel, subject to the
'
i
terms of the Best Western License, and only for the term of the Best Western License.

|
26.  Defendants agreed that “[ajny portion of any sign digplaying a Best

Western [Mark] is and shall remain the pfroperty of Best Western.” Defendants further agreed
i|

to “transfer title of all such portions of signs, whether now owned or acquired in the future, to

Best Western.” See Membership Agreer?ﬁent at921.
27.  Defendants agreed jthat termination of the Best Western Membership

would result in termination of the Best Western License. Defendants agreed to “remove from
|
public view and cease using” all Best Westem Marks and all other references to Best Western

within 15 days of the date of tcnninatioy{l_ See Membership Agreement at § 22.
|
28, Defendants also é}_‘greed that, upon termination of the Best Western

il

License, they would “actively take ste;‘ps as may be necessary to cause the cessation of all
i

advertising and distribution of promotéonal material containing any Best Western Symbol.”
i

1

See Membership Agreement at 422, ﬁ

29, On or about ]une}fﬂ, 2008, in accordance with applicable provisions of
i
the Membership Agreement, the Byilaws, and the Rules and Regulations, Best Western

|
notified Defendants that their Best i‘,‘Western membership was terminated and cancelled.

1

Additionally, Best Western advised th?e Defendants that they must discontinue use of the Best

Western Marks. A copy of the noticejis attached as Exhibit 2.

30.  On or about Jul}! 15, 2008, in the ordinary course of its business, Best
!

Western sent its representative to the'Hotel. As part of the representative's regular duties, she

4
|
!
!
!
} -9-

{




11

12

13

14

16

17

18

20

21

22

3

24

25

i
§

took photographs of signs and collateral fitems displayed in conncetion with the operation of

the Hotel. These photographs show :;f that, notwithstanding, Best Western’s direction,

Defendants failed to remove items containing the Best Western Marks in connection with the
i

operation of the Hotel and were still ho?ding the Hotel out to the public as a Best Western

member. !
!

31. In aletter dated July 31, 2008, Best Western demanded that Defendants
i

cease and desist from their continuc?d unauthorized use of the Best Western Marks.

J

Specifically, Best Western instructed Defendants to jmmediately: (i) cease and desist using
i
|

the Best Western Marks in connection ‘with the Hotel’s business, services, or products; (ii)
|

|
remove any signs, sign cabinets, banneu’rs, letters, or other objects and withdraw and destroy

1
all advertising, internet based pages,ior other promotional materials that bear the Best

|
Western Marks; and (iii) cease and desist stating or implying that the Hotel is affiliated with
or endorsed by Best Westenn in any wailiy whatsoever. Best Western warned Defendants that
noncompliance with the terms of ﬂleiMembership Agreement and trademark laws would

: !
result in litigation. A copy of the July 31, 2008 letter, without enclosures, is attached as

Exhilat 3. i
32, Im the July 31, 20(3)8 letter, Best Western also demanded that Defendants
pay the open account balance due to Bq?ast Western. fd.

]
DEFENDANTS’ INTENTIONAL AND UNLAWFUL USE OF
THE BEST WESTERN MARKS

i

33, Notwithstanding lt‘ermination of Defendants’ Best Western membership

|
and Best Western’s notice to discontinue use of the Best Western Marks, upon mformation

| -10-
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and belicf, Defendants continue to use tl.lye Best Western Marks in connection with, and the

i
i
operation of, the Hotel. ‘
I

34.  Defendants’ intentioii‘lal and unlawful use of the Best Western Marks in
connection with the Hotel is likely to co§1[‘use the public and cause members of the public to
stay at the Hotel with the mistaken blf:liei}l that the Hotel is a Best Western hotel. Defendants’
misconduct 15 also likely to divert to De?fendants the benefit of and/or damage the reputation

and goodwill that Best Western has built!,through the years.
i

DEFENDANTS’ REFUSAL TO PAY AMOUNTS
OWING TO BEST WESTERN

35.  Best Western has fully performed all of its obligations under the

Membership Agreement. I

|
36.  As of September 1, H‘ZOOS, there remains due and owing, by Defendants to

11
Best Western, the sum of $25,869.93, representing certain fees and other charges imposed on

Defendants as Best Western members. lSef: Exhibit 4.

37.  Defendants have refused and continue to refuse to pay to Best Western

ir
"

|
'
COUNT T - BREACH OF CONTRACT
|

1
38. Best Western incorporates by reference the allegations contained in
|

the amounts due and owing.

|
paragraphs 1 through 37 above as though fully set forth herein.
39.  Defendants have rl‘,éfused and continue to refuse io pay to Best Western

the amounts due and owing as rcquirecl:f by the Membership Agreement.

40.  Pursuant to the ex%)ress terms of the Membership Agreement, interest has

! -11-
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::I
"
accrued and continues to accrue on the unpaid amounts at the rate of one and one-half percent

(1.5%) per month, ;

{
41.  As of September 1,,‘ 2008, the total amouni owing (o Best Western is
|
!

$25,869.93 including interest. i

J
1

42, Pursuant to Y 36 of ;he Membership Agreement, and A.R.S. § 12-341.01,
Best Western is entitled to recover thej‘ attorneys’ fees and costs incurred in pursuing this

action. ﬂ

COUNT II - OPEN ACCOUNT
|
43.  Best Western incorporates by reference the allegations contained in
paragraphs 1 through 42 above as thou%h fully set forth herein.

44. At Defendants’ reqfuest, Best Wesiern has rendered services and provided
[}

!
supplies on an open account, Defendants agreed to pay for such services and supplies on an

open account, and Defendants agreed to pay for such services and supplies when due in

accordance with the Membership Agre?ment.
45.  Defendants have ilfailed to pay for the services and supplies that Best
3'\
Western has provided. As of September 1, 2008, there is due and owing on an open account

unpaid fees of $25,869.93, including iflterest.

|

46.  Pursuant to the express terms of the Membership Agreement, interest has

accrued and continues to accrue on th‘)is sum at the rate of one and on-half percent (1.5%) per
1

month until paid in full. i

47.  Pursuant to § 36 jof the Membership Agreement, and A.R.S. § 12-341.01,
|
Best Western is entitled to recover ;Tthe attorneys’ fees and costs incurred in pursuing this

|
| a7
!
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action. i
|
COUNT ITT — BREACH OF CONTRACT; POST TERMINATION USE OF
TRADEMARKS

1
48.  Best Western incofporates by rcference the allegations contained in
!

paragraphs 1 through 47 as thought fullyifset forth herein.
|

49, Pursuant to the expréss terms of the Membership Agreement, Defendants

!

were obligated to remove from public \?icw, and to cease all use of, the Best Western Marks

in connection with the Hotel within ﬁ:theen {15) days after terrmination, This prohibition
U

included making any representation, whether direct or indirect, indicating that the Hotel is
il

|
affiliated with Best Westemn, ‘1

!
50.  Despite Best Westém’s demand that Defendants discontinue their use of
i
the Best Western Marks in connection;with the Hotel, Defendants continued to use the Best

1
1

Western Marks in connection with the Hotel.

51.  Paragraph 24 of ithc Membership Agreement provides for liquidated

damages where, as here, Defendants continue to use the Best Western Marks in connection
|

b

with the Hotel for more than fifteen (1:5) days following the terminattor: of their Best Western
|
|

membership and the Best Western Li:cense. The amount of liquidated damages 1s equal to
v

fifteen percent (15%) of the mean offrthe Hotel’s room rates per day, multiplied by the total
i

number of rooms for every day that/ Defendants continue to use the Best Western Marks

beyond the fifteen-day period.
]

52. Beginning Junc %7, 2008, Defendants owed $1,944.00 per day for each

day they were unlawfully using t;“he Best Western Marks, The liquidated damages
I
B
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calculations are based on the Hotel's Efinf()rmla’cion provided in the 2008 Best Western
.J .

Traveler’s Guide and Road Atlas (the “Traveler’s Guide”). A copy of the relevant page of the
f

Traveler's Guide is attached as Exhibit 5

53.  Pursuant to ¥4 36 of tfhe Membership Agreement, and A.R.5. § 12-341.01,

Best Western is entitled to recover the attorneys’ fees and costs incurred in pursuing this
]
!
COUNT IV - FEDERAL TRADEMARK INFRINGEMENT
(LANHAM ACT SECTION 32(1), 15 U.S.C. §1114(1))
!

54. Best Western incorporates by reference the allegations contained in

action.

paragraphs 1 through 53 as though fully sct forth herein.
I
|
55,  Despite written deinand by Best Western, Defendants refused to cease
il

and desist from the use of Best Westerri Marks in connection with the Hotel.
i

I
56.  Defendants continued to hold the Hotel out to the public as a Best
i
Western member, despite the fact that,; the aftiliation between Defendants and Best Western

ended as of June 17, 2008, !

57.  Defendants’ actions complained of have at all times been without Best
J

i
Western’s consent. Defendants’ acts; constitute infringement of the Best Western Marks in
|

violation of Section 32(1) of the Lanﬂam Act, 15 U.5.C. § 1114(1), and Scction 43(A) of the
H

Lanham Act, 15 US.C. § 1125(a). |
58.  Defendants’ acts;complained of have damaged Best Western irreparably.
Monetary damages will not afford ﬂ.i]l and adequate relief for all of Best Western’s injuries

resulting from Defendants’ conduct.:i Such injuries include harm to Best Western's goodwill
ﬂ
!
, 14-
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|
I

and reputation in the marketplace that money cannot sufficiently compensate. Best Western

i
is, therefore, requesting and entitled to a preliminary and permanent injunction testraining and
H
i
|

enjoining defendants and their respective! officers, members, agents, servants, employees, and
{
|

any other persons or entities acting on be:half of or in concert with Defendants, from using the

Best Western Marks or any colorable i;!mitation thereof, in connection with the promotion,
i
advertisement, and sale of goods and sefvices without Best Western's authorization, pursuant

to 15 U.S.C. § 1116. j
/
59. Defendants’ infringement was wiltful. Accordingly, Best Western is
i
i
entitled to recover all damages susta;ined as a result of Defendants’ unlawful conduct,

including three times Defendants’ proﬁ#s and Best Western’s damages, as well ag the costs of
. !
this suit and attorneys’ fees, pursuant to 15 U.S5.C. § 1116,
i

i
COUNT V — FALSE DESIGNATION OF ORIGIN AND UNFAIR COMPETITION
(LANHAM ACT SECTION 43(A), U.S.C. § 1125}
i

60. Best Western incjg‘ar_porates by reference the allegations contained in
paragraphs 1 through 59 above as thouj‘gh fully set forth herein.

61. Defendants’ unauf%horized use of the Best Western Marks likely caused
the public to believe, crroncously, that{the Hotel and its services were sponsored by, endorsed

by, or associated with Best Western. {
62.  Defendants’ ope;fation and competition with Best Western through
|

infringement of the Best Western Marks in connection with the Hotel constitutes a false

designation of origin and unfair corjnpetition under Section 43(a) of the Lanham Act, 15
I
I

U.S.C. § 1125(a).

-15-
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63, Defendants’ conductjhas caused, and, if Defendants continue to use any
ii
Best Western Marks will cause, Bes;t Western to suffer immediate, irreparable, and

continuous loss, including injury to its gq‘:odwi]] and reputation.
1

COUNT VI - FEDERAL TRAI;’EMARK DILUTION (15 U.S.C. § 1125(e)}

) o . . .
64, Best Western incorporates by reference the allegations contained in

T

paragraphs 1 through 63 above as thougkll fully set forth herein.
|

‘J .
65.  Defendants’ unauthorized use of the Best Western Marks likely caused
the public to believe, erroneously, that t‘he Hotel and its services were sponsored by, endorsed
1
by, or associated with Best Western. f

{
1

66.  Defendants’ continued operation and compctition with Best Western

through infringement of the Best Western Marks, in connection with the Hotel, constitutes a
i

false designation of origin and unfair c_t?i)mpetition under Section 43(a) of the Lanham Act, 15
i
| |
U.S.C. § 1125(a). |
11
67.  Defendants’ conduct has caused and, unless enjoined, will cause Best

Western to suffer immediate, irreparab?le, and continuous loss, including injury to its goodwill

and reputation. ‘?

J

68. Upon information and belicf, Defendants have undertaken the acts
complained of herein willfully and wi?ch the intent to cause confusion, mistake, and deception
on the part of the public. |

69. If Defendants al,ge using the Best Western Marks onfawfully, unless
1

restrained by this Court, Defendants will continue to commit the foregoing acts of unfair

competition. |

-16-
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70.  Monetary damages v;?ill not afford full and adequate relief for all of Best

Western’s injuries resulting from Defendants’ conduct and, therefore, Bes! Western is entitled

to injunctive relief under 15 U.S.C. §§ 115jl6, 1118.
1
1
71.  Defendants’ acts of unfair competition were willful and entitle Best
' ]

Western to recover damages, attorneys’ i:fees, and costs pursvant to 15 U.S.C. § 1117

COUNT VII - FEDERAL TRADEMARK DILUTION — (15 U.5.C. § 1125(c))

72.  Best Western incorporates by reference the allegations contained in

!
paragraphs 1 through 71 above as thOng%‘l fully set forth herein.

73.  Best Western has jadvertised and publicized the Best Western Marks
extensively f'of decades throughout thej United States, including the State of Arizona. Asa
result of their inherent distinctiveness %md extraordinarily widespread use, the Best Western
Marks have acquired a high degree of r%:cognition and fame for hotel services.

74.  Defendants began f\using the Best Western Marks in commerce, pursuant
i
to the Best Western License, long aﬁ?r Best Western’s Marks had already become famous

‘ !
throughout the United States, including the State of Arizona.
]
75. Defendants’ use }_‘:)f the Best Western Marks or variations thereof, in

violation of the Best Western Liccnsé, cansed dilution of the distinctive quality of the Best
!

Western Marks. ]

|
76.  Upon mformation and belief, Defendants have committed the acts
!

complained of herein willfully and With the intent to trade on Best Western’s reputation
|

and/or to cause dilution of Best Westeém’s famous Marks.

i
i
i
1
i
]
u
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77.  Defendants have defmaged Best Western’s business, repulation, and

j
goodwill. Moreover, Defendants’ acts have caused and, if Defendants are using the Best
i
i
Western Murks unlawfully, will contitiue to cause, irreparable harm and injury to Best

Western for which it has no adequate ren?edy at law.

|

COUNT VHI - UNFAIR;COMPET[TION — ARIZONA LAW

i
78.  Best Western inco;"porates by reference the allegations contained in

paragraphs 1 through 77 above as though fully set forth herein.
Y
79.  Defendants’ acts civomplained of herein constitute unfair competition

under the laws of the State of Arizona. TI

80. Defendants have ﬁbcan unjustly enriched and have damaged Best
1
Western’s business, reputation, and gooﬁdwill.

]
y

81. Upon information| and belief, Defendants’ acts complained of herein

{

!
were intentional, wanton, willful, guided by an evil hand and mind, and commutted in bad

ﬂ
faith and with the intent to confose and‘;!deceive the public,
82.  Defendants’ acts complained of herein have caused and, if Defendants
g
continue to use any Best Western Marks unlawfully, will continue to cause, Best Western

irreparable harm for which there is no adequate remedy at law.

i
COUNT IX - TRADEMARK DILUTION UNDER ARIZONA LAW -
(Aj.R.s. § 44-1448.01)

83. Best Westem iné:orporates by reference the allegations contained in

|
paragraphs 1through 82 above as though fully set forth herein.
j

I -18-
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84. The Best Western Marks are famous within the State of Arizona, and
became famous in Anzona long before D;:efcndants began using the marks.

85. Defendants’ acts coﬂfnplained of herein constitute commercial use of a
I
mark or trade name that cavses dilution %)f the distinctive quality of the famous Best Western

Marks. i
i

|
86. Upon information and belief, Defendants have undertaken these acts
|

1
willfully and with the intent to trade on Best Western's reputation or to cause dilution of the

!
Best Western Marks. \

87. Defendants’ acts complained of herein cause dilution to the famous Best
|
Western Marks in violation of A.R.S. § 44-1448.01.

88.  Defendants’ acts c;bmp]ained of herein have caused and, if Defendants
i
continue to use any Best Western Mark;‘s unlawtully, will continue to cause, irreparable harm

and injury to Best Western's famous B:est Western Marks, business reputation, and goodwill
i\

for which there is no adequate remedy at law.
I

I
COUNT X - COMMON LAW TRADEMARK INFRINGEMENT
[

89. Best Western incibmorates by reference the allegations contained in
i

paragraphs 1 through 88 above as thou'igh fully set forth herein.

90.  Best Western has common law rights in the Best Western Marks through
the use of the marks in commerce, su‘]ch rights existing long before any use of the marks by
|

Defendants. !

91. Defendants’ acts complained of herein constitute common law
infringement of the Best Western Maf;ks.
[}
F s
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92, Upon information apd belief, Defendants have undertaken these acts
|

willfully and with the intent to trade on; Best Western’s reputation and to cause confusion,
Fl

mslake, and deception on the public.
93,  Defendanis’ acts collmplained of herein have caused and, if Defendants

‘ .
continue to use any Best Western Marks unlawfully, will continue to cause, irreparable harm
1

_ j . '
and injury to Best Western’s famous Best Western Marks, business reputation, and goodwill

for which there is no adequate remedy ata; law.

PRAYER FOR RELIEF
|

WHEREFORE, Best Western Intemational, Inc., an Arizona corporation prays for

judgment against Defendants Niagara River Hotels, Inc., a Canadian corporation and Mangat
!
Verma, an individual, and each of them; jointly and severally, as follows:

A With respect to Counts I ahd II:

1. The total of unpaih fees, which as of September 1, 2008 totals unpaid

f
fees of $25,869.93 including interest atﬁthe rate of one and one-half percent (1.5%) per month

i
until paid in fuli. J

B.  With respect to Count Hl;

1. Liquidated damaées for breach of the Best Western Agreement in an
|
amount equal o fificen per cent (15%) of the mean of the Hotel’s room rates per day

I
multiphied by the total number of rooms from June 17, 2008 (after the {ifteenth day following

termination of the membership) until jDefendants ceased and desisted from the unlawful and

]
unauthorized use of the Best Western Marks.

|
|

m
‘ -20-
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2, Beginning July 3, 20@8, Defendants owed $1,944.00 per day for each day

they were unlawfully using the Best Wesfem Marks.
f
C. With respect to Counts V, VI and VII:

f

An order requiring Defend%mts to make an accounting of the profits derived by
them by reason of their unlawful acts, ifilolding Defendants liable to Best Westemn for such
profits, and awarding Best Western its éactual damages suffercd as a result of the frademark
infringement complained of against Def%ndants, in an amount to be proven at trial.

D. With respect to Counts IV,jV, and VI:

An award of treble damagés against Defendants pursuant to 15 U.S.C. § 1117(b)

!
or, allematively, an award of quuidgjjted damages to Best Western against Defendants

I

i

calculated in the manner provided for in § 24 of the Membership Agreement, whichever 1s

greater.
E. With respect to Counits III:T-IX:
1. Preliminary and pjérmanent injunctive relief’ enjoining Defendants, and
their respective officers, members, age}ﬂs, servants, and employees, and any other persons or
cntities acting on behalf of or in concex?*t with Defendants, from:

/
{a)  Making ar‘iy use of the Best Western Marks, any colorable
imitation thereof, or any other confusil?gly sirmilar marks;

) Displaying{, authorizing, licensing, or assisting or facilitating any
!

other person’s or entity’s use or display of the Best Western Marks or any colorable imitation
|

I

thereof; and V
i

:f
;
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' o) .o . .
{¢) Using anything consisting of or incorporating any one or more

words, letters, designs, or devices that co‘ntain any component of the Best Western Marks, or
which singly or together are similar in sgelling, sound, appearance, ¢r in any other matter {o
the Best Western Marks. 1
)
2. Preliminary and peéi'manent infunctive relief enjoining Defendants and
{
their respective officers, members, agcéts, scrvants, and employees, and any other persons
|
and entities acting on behalf of or 1111 concert with Defendants, to immediately and
permanently remove all Best Western I\J/Iarks as used on the premises of, or in reference to,
the Hotel, including (without limitationj) any road signs, wall signs, or any other display or
item bearing any of the Best Western Mjarks.
I
3. Preliminary and p;em]anent mjunctive relief ordering Defendants to
permit Best Western to temove any in%i'inging signs, displays, or items from the Hotel, and

awarding Best Western all reasonable ind necessary costs of such removal from Defendants
!\

(in addition to whatever penalties thé Court may impose upon Defendants for failing to
U

comply with the Court’s order to renove any infringing signs, displays, or items from the

Hotel), if Defendants do not remove such signs, displays, ot items from the Hotel within ten

(10) days of the injunction issued pursﬁlant to paragraphs (D) 1) and (2) above.
i

4, Preliminary and i:)ermanent injunctive relief enjoining Defendants and
I
their respective officers, members, agents, servants, and employees, and any other persons

i

and entities acting on behalf of or in concert with Defendants, from applying for, pursuing, or
]

owiing any applications or regisﬂ’atibns, including (without limitaticn) any domain names,
!

1 .
business names, corporate names, trade names, trademarks, service marks or, d/b/a’s that
i

j
?




%]

10

11

iz

13

18

19

20

21

22

23

24

25

contain any component of the Best Wesf[em Marks, any colorable imitation thereof, or any
i
confusingly similar Marks. '

5. Preliminary and perimanent injunctive relief enjoining Defendants and
:!
their respective officers, members, agenlts, servants, and employees, and any other persons

and entities acting on behalf of or in c%onccrt with Defendants, to immediately assign the

ownership of any application or registratflion that contains any component of the Best Westemn

4

marks, any colorable imitation thereoﬂ, or any other confusingly simrilar Marks to Best

Western or, alternatively, to file all documents necessary to effectuate Defendants’
|

abandonment of such applications or registrations.
6. Preliminary and permanent injunctive relief enjoining Defendants and
a
their respective officers, members, agents, servants, and employees, and any other persons

and entities acting on behalf of or in; concert with Defendants, to immediately notify all
*J

advertisers, search engines, and providers of related services that Defendants are no longer
|

affiliated with Best Western and are lfequired to cause the cessation of all advertising and

distribution of promotional malerial containing any of the Best Western Marks, any colorable
imitation thereof, or any other conﬁléingly similar marks, and enjoining Defendants from
[

using any such marks (or any imitations or marks confusingly similar thereto) anywhere on

the intemet or elsewhere, including (iwilhout hmitation) any use on or with any websites,

)
i

. ! .
domain names, metatags, key words, banner ads, or search engines.
i
7. An Order directin;g Defendants to file with this Court and serve on Best

j
Western within ten (10) days after service of an injunction, a report in writing under oath

293
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setting forth in detail the manner and fc;rm in which Defendants have complied with such

injunction. j
8. An award to Best V»jestem of 11s damages in an amount to be proven at

[

trial. {
F. With respect to such count%s, as allowed by law, an award of special exemplary

and/or punitive damages in an amount to, be determined at trial.
|

G.  With respect to all Counts:j?
|

|

1. Attorneys’ fees and costs incurred herein against Defendants pursuant to

the Membership Agreement, AR.S. § 12-341.0!, and/or 15 U.S.C. § 1117(a), (ot any other
i

applicable law).

|
J
2. For such other and }lfurther relief as the Court deems just and proper in the
f
circumstances. 1
]
DATED this 24™ d;ay of September, 2008,

CURTIS, GOODWIN, SULLIVAN,
UbarL & Scuwas, P.L.C.

: By: /s/ Michelle Swann

i Kelly Y. Schwab

! Michelle Swann

iV 501 East Thomas Road

Phoenix, Arizona 83012-3205

} Attorncys for Plaintiff

F:A18467 -4 v. Niagarz River Hotels - Mangal Verma {FircsideliHme])\l’ieadjngs\BWi Comptaint.dec
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